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BARRETT, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clains 10, 11, and 19-22.
W reverse.

BACKGROUND

The disclosed invention is directed to a flexible
manuf acturing systemthat carries, |oads, and unl oads products
bet ween aut ononobus wor kst ati ons and an aut ononous war ehouse.
The system communi cates the status associated with the
carrying, |oading, and unl oadi ng of the products so that
collisions by the products as they nove about the system are
avoi ded.

Claim19 is reproduced bel ow.

19. A conmuni cation system for comruni cating
bet ween a novable unit and a fixed unit, said
comuni cation system conpri sing:

a first signal transmtting and receiving system on
the novable unit, transmtting status request signals and
recei ving status response signals;

neans, on the novable unit, for controlling novenent

of the novable unit responsive to the status response
si gnal s;
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a status detector on the fixed unit, said status
detector detecting status of the fixed unit;

a second transmtting and receiving systemon the
fixed unit, coupled to said status detector, receiving
the status request signals and transmtting the status
response signals responsive to the status request signals
and as indicated by the status of the fixed unit, wherein
the fixed unit conprising [sic] plural autononous work
stations and an aut ononous product warehouse, and the
novabl e unit conprising an autononous carrier for
conveyi ng products between the work stations;

an annul ar conveyance path forned al ong the work
stations with the carrier conveying products along the
annul ar conveyance pat h;

aut ononous station conveyor neans di sposed between
the work stations and the conveyance path for conveying
products fromthe work stations to the carrier or from
the carrier to the work stations;

first control means for controlling the operation of
the station conveyor neans; and

aut ononous buffer neans di sposed between the product
war ehouse and the conveyance path for the reception and
delivery of products between the warehouse and the
carrier,

wherein said first signal transmtting and receiving
system conprising [sic] first conmunication neans for the
communi cation of |oading and unl oadi ng status information
of products between the carrier and the station conveyor
neans,

wherei n said second signal transmtting and
recei ving system conprising [sic] second comruni cation
nmeans for the communication of status information on the
| oadi ng and unl oadi ng of products between the carrier and
the buffer neans,
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wherein said status detector conprising [sic] first
det ector neans for detecting the presence of product on
the station conveyor neans,

wherein said systemfurther conprising [sic] second
detector neans for detecting the presence of product
unl oaded onto the station conveyor neans fromthe
carrier,

wherein said neans for controlling conprising [sic]
col li sion avoi dance neans for avoiding collision of
products by preventing the unl oadi ng of products onto the
station conveyor neans by the carrier responsive to
detection by said first detector neans, and

wherein said first communi cati on neans conpri ses:

first and second light emtting elenents
provi ded on the carrier and produci ng an unl oadi ng
request signal and a | oadi ng request signal,
respectively;

first and second |ight sensing el ements provided
on the station conveyor nmeans and receiving said
unl oadi ng request signal and | oadi ng request signal,
respectively;

athird light emtting el ement provided on the
station conveyor neans and produci ng an unl oadi ng OK
signal in accordance with said unloadi ng request signa
when there is no product on the station conveyor neans;

a fourth [ight emtting el enent provided on the
station conveyor neans and produci ng a | oadi ng OK si gnal
i n accordance with said | oadi ng request signal when the
presence of product has been detected by the first
detector neans and the presence of unl oaded product not
detected by the second detector neans; and

third and fourth |ight sensing el enents provided
on the carrier and receiving said unloading K signals
and | oading OK signal, respectively.

- 4 -
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The Exami ner relies on the followng prior art:

Meyer et al. (Meyer) 3, 796, 327 March 12,
1974
Scourtes 4,144, 960 March 20,
1979
Shiom et al. (Shiom) 4,538, 950 Sept enber 3,
1985
Anders et al. (Anders) 4,827, 395 May 2,
1989
Nakarmura et al. (Nakanura) 5, 006, 996 April 9,
1991
(filed March 20,
1989)
Raj 5, 008, 661 April 16,
1991
(filed January 4,
1989)

Clainms 10, 11, and 19-22 stand rejected under 35 U.S. C
8 103 as bei ng unpatentable over Raj, Nakanura, Anders,
Shi om, Meyer, and Scourtes.

We refer to the Final Rejection (Paper No. 31) and the
Exam ner's Answer (Paper No. 35) (pages referred to as "EA ")
for a statenent of the Exam ner's position and to the Appea
Brief (Paper No. 34) (pages referred to as "Br__") and the
Reply Brief (Paper No. 36) for Appellants' argunents

t her eagai nst .

OPI NI ON
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G ouping of clains

The Examiner errs in finding (EA2) that the separate
patentability of clainms 20-22 has not been argued and,
therefore, that these clains stand or fall together with
claim19. Appellants correctly note (RBrl) that the features
of clains 20-22 are addressed at pages 14-15 of the Brief.
Accordingly, the patentability of clainms 20-22 nust be
addressed individually. Since the statenent of the rejection
in the Examner's Answer is taken verbatimfromthe Fina
Rej ection, which should have addressed all of the clains, we

will not remand the case to the Exam ner

Gbvi ousness

The Exam ner bears the initial burden of establishing a

pri ma facie case of obviousness. See In re R jckaert,

9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956 (Fed. GCir. 1993).

A prinma facie case of obviousness is nmade by presenting

evi dence that the "reference teachi ngs woul d appear to be
sufficient for one of ordinary skill in the relevant art
having the references before himto make the proposed
substitution, conbination or other nodification." lnre

Li ntner, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972);

- 6 -
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In re Lalu, 747 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. Cir
1984). It is incunbent on the Exam ner to state how and why
the teachings of the references woul d have been conbined. "If
exam nation at the initial stage does not produce a prinma

faci e case of unpatentability, then w thout nore the applicant

is entitled to grant of the patent.” In re Qetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. GCr. 1992).

The Exami ner has failed to establish a prima facie case

of unpatentability for at |east three reasons: (1) the
rejection does not account for all the claimlimtations; (2)
the Exami ner fails to explain conpletely how the references
are conbined to produce the clainmed subject matter; and (3)
the Exam ner fails to provide notivation for the proposed
conbi nati on
(1)
Al'l of the limtations in the claimnust be addressed.

See In re Wlder, 429 F.2d 447, 450, 166 USPQ 545, 548 (CCPA

1970) ("every limtation positively recited in a clai mnust be
given effect in order to determ ne what subject nmatter that

claimdefines"); Inre WIlson, 424 F.2d 1382, 1385,

165 USPQ 494, 496 (CCPA 1970) ("All words in a claimnust be
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considered in judging the patentability of that clai magainst
the prior art.").

Caiml1l9 is a very detailed claimand the Exam ner nakes
no effort to correlate the discussion of the references to the
claimlimtations, e.g., by a claimchart or by quoting
rel evant portions of the claim or to account for all of the
claimlimtations. Wile the correspondence of sone
limtations to the references is clear w thout any specific
mention by the Exam ner, e.g., the buffer neans of claim 20
can only be net by Scourtes, nany other |imtations are not
accounted for in the conbination. For exanple, the rejection
does not address the "first detector neans"” and "second
det ect or neans" which cooperate with the "fourth |ight

emtting elenent,"” as clainmed. Nor does the rejection address

where the references disclose or suggest the clainmed "l oading

request signal,"™ "unloading request signal,"” "unloading K
signal,"” and "loading OK signal." It is the Exam ner's duty,
not ours in the first instance, to show that all of the claim

l[imtati ons have been addressed.

(2)
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The Exam ner does not conpletely explain howthe
references are proposed to be nodified to produce the clained
subject matter. The Exam ner conbi nes general teachings of a
communi cation systemin Nakanmura, Raj, and Anders with genera
teachi ngs of a manufacturing systemin Shiom and Meyer and a
wor kst ati on | oadi ng and unl oadi ng conveyor in Scourtes in sone
vague way w thout specifically describing how the teachings
woul d be conbined. This does not persuade us that one of
ordinary skill in the art having the references before her or
him and using her or his own know edge of the art, would have
been put in possession of the clained subject matter.

For exanple, the Exam ner concludes (EA5): "It would
have been obvious to provide Shiom wth the teachings of the
comuni cation system above [of Nakamura as nodified by Raj and
Anders]. Note that the conmunication systens and detecting
nmeans of simlar design are provided at each station as taught
by Shiom and Meyer." This does not explain how Shiom would
be nodified to provide the conmunication system of Nakanur a,
Raj, and Anders in place of that taught in Shiom. This also
does not explain how the teachings of Meyer are used in the

conbi nati on; Meyer seens to be tacked on as an afterthought.
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The Exam ner generally does not provide any facts to show
notivation, but nerely concludes that various nodifications
woul d have been obvious. As recently stated by the Federa
Circuit: "[T]he best defense against the subtle but powerful
attraction of a hindsight-based obvi ousness analysis is
ri gorous application of the requirenent for a show ng of the
teaching or notivation to conbine prior art references.

Conmbi ning prior art references wthout evidence of such a
suggestion, teaching, or notivation sinply takes the
inventor's disclosure as a blueprint for piecing together the
prior art to defeat patentability--the essence of hindsight."

In re Denbiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed.

Cr. 1999).

For exanpl e, the Exam ner concludes that it would have
been obvious "to have utilized a status device in the
contai ner (fixed device) of a systemlike Nakamura to send the
status of the container in response to interrogation froma
nobile interrogator in order to help the interrogator nake
i nfornmed deci sions as suggested by Raj" (EA4). It is not

cl ear exactly what claimlimtation the Examner is trying to

- 10 -
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address unless it is the limtations of the "status request
signal s" and "status response signals” in the first and second
transmtting and receiving systens. The Exam ner does not
expl ai n why one of ordinary skill in the art would have been
notivated to nodi fy Nakanura to provide a status
request/response since Nakamura is an inventory control system
in an automati c warehouse whi ch does not require such status
signal s.

The Exam ner al so concludes (EA5): "It would have been
obvious to provide Shiom wth the teachings of the
communi cation system above [of Nakamura as nodified by Raj and
Anders]." It is not explained why one of ordinary skill in
the art woul d have been notivated to use the communication
system of Nakanura, Raj, and Anders (assum ng such conbi nation
woul d have been obvious) in place of the systemin Shiom.
What advantage of the systemin Nakanmura as nodified or
di sadvant age of the system of Shiom would have |ed one
skilled in the art to make a change?

We do not say that the Examiner's rejection is conpletely
wi t hout basis. For exanple, Anders discloses that

transmtting and receiving devices nmay conmunicate with

- 11 -
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el ectromagnetic radi ation, radi o waves, and

non- el ectronmagneti c radi ati on, such as |ight and sound waves.
This provides notivation for substituting a |ight

comuni cation system for an el ectromagneti c comuni cati on
system However, in general, the rejection fails to set forth
factual support for notivation.

The Exam ner states that the notivation may be based on
know edge generally available to those skilled in the art
(EA7). This is true. However, the know edge of those of
ordinary skill in the art is normally denonstrated by a

r ef er ence. See In re Kaplan, 789 F.2d 1574, 1580,

229 USPQ 678, 683 (Fed. Cir. 1986) ("Even if obvi ousness of
the variation is predicated on the |evel of skill in the art,
prior art evidence is needed to show what that |evel of skil
was."). At a mninmum the Examiner is required to explain
(i.e., make appropriate factual findings) as to what one
skilled in the art would have known that woul d have provi ded

the notivation. See In re Rouffet, 149 F.3d 1350, 1358,

47 USPQ2d 1453, 1459 (Fed. Cir. 1998) ("[E]ven when the |evel
of skill in the art is high, the Board nust identify

specifically the principle, known to one of ordinary skill,

- 12 -
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t hat suggests the clainmed conbination.”). Here, the Exam ner
has not identified what know edge one of ordinary skill in the
art would have had that woul d have notivated himor her to
conbi ne the references in the manner suggested by the
rejection. Absent such evidence, we infer that the Exam ner
sel ected these references with the assistance of hindsight.
The Exam ner further states that "an exam ner's
obvi ousness rejection which relies on a conbi nati on of
references individually show ng the various el enents of a
clai med i nvention wthout any express or inplicit suggestion
to do so is sufficient if it includes a convincing |ine of
reasoning as to why an artisan would have found it obvious to
choose the elements fromthe references to arrive at the
clai med invention" (EA7-8). Wile a convincing |line of
reasoning i s always necessary for an obvi ousness rejection,
nerely inventing a pl ausi bl e explanation why a nodification or
conbi nati on woul d have been made is not sufficient.
Qobvi ousness is determ ned by an objective standard and nust be
based on evidence in the record, either in the prior art or in
findings by the exam ner, so that it can be reviewed. See

Denbi czak, 175 F.3d at 999, 50 USPQ2d at 1617.

- 13 -
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CONCLUSI ON

For the reasons di scussed above, the rejection of
claim 19 and dependent clains 10, 11, and 20-22 is reversed.

REVERSED

KENNETH W HAI RSTON )
Adm ni strative Pat ent Judge )

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge
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